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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
November 7, 2008 has been entered. 

Election/Restrictions 

2. Applicant's election without traverse of claims 1 , 3-6, 8-11,1 3-1 7, 1 9-22, 24-27 
and 29-32 in the reply filed on February 19, 2009 is acknowledged. 

Status of the Claims 

3. This action is in response to the request for continued examination filed on 
November 7, 2008 and reply filed on February 19, 2009 regarding the election of claims 
1 , 3-6, 8-11,1 3-1 7, 1 9-22, 24-27 and 29-32. 

• Claims 1-73 are pending. 

• Claims 2, 7, 12, 18, 23, 28, 39 and 59 have been cancelled. 

• Claims 33-38, 40-58 and 60-73 have been withdrawn. 

• Claims 1 , 3, 5, 8, 1 1 , 1 3-1 7, 1 9-21 , 24-25, 27, 29-32 have been amended. 
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• Claims 33, 37, 40, 42, 44-45, 47, 49-53, 60-62, 64-65 and 69-73 have been 
amended, however the claims have been withdrawn from examination. 

Response to Arguments 

4. Applicant's arguments with respect to claims 1 , 3-6, 8-11,1 3-1 7, 1 9-22, 24-27 
and 29-32 have been considered but are moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 1, 3-6, 8-11 and 13-16 rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

7. Regarding claims 1 , 3, 5, 9, 13, 15 and 16, Applicant uses the phrase "adapted 
to" which makes the claim indefinite, because it is unclear whether the step is actually 
being performed. For example, in claim 3, Applicant recites the "securities pooling and 
allocation unit is further adapted to allocate..." It is not clear whether the securities 
pooling and allocation unit is actually allocating the security or not. Applicant is advised 
to review MPEP § 21 1 1 .04 [R-3]. 

8. Regarding claim 1 , Applicant recites "a clearing system connected to said trading 
system and being configured to generate..." It is not clear which system (clearing or 
trading or both) Applicant is referring to as "being configured." 



Application/Control Number: 10/828,497 
Art Unit: 3692 



Page 4 



Claim Rejections - 35 USC § 101 

9. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

10. Claims 17, 19-22, 24-27 and 29-31 are rejected under 35 U.S.C. 101. Based on 
Supreme Court precedent and recent Federal Circuit decisions, the Office's guidance to 
examiners is that a § 101 process must (1) be tied to a machine or (2) transform 
underlying subject matter (such as an article or materials) to a different state or thing. In 
re Bilski et al, 88 USPQ 2d 1385 CAFC (2008); Diamond v. Diehr, 450 U.S. 175, 184 
(1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 U.S. 
63, 70 (1972); Cochrane v. Deener, 94 U.S. 780,787-88 (1876). 

Here, applicant's method steps fail the first prong of the new Federal Circuit 
decision since they are not tied to a machine and can be performed without the use of a 
particular machine. Thus, claims 17-31 are non-statutory since they may be performed 
within the human mind. 

The mere recitation of the machine in the preamble with an absence of a 
machine in the body of the claim fails to make the claim statutory under 35 USC 1 01 . 
Note the Board of Patent Appeals Informative Opinion Ex parte Langemyr. 

Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

12. Claims 1 , 3-6, 8-11,1 3-1 7, 1 9-22, 24-27 and 29-32 rejected under 35 U.S.C. 
103(a) as being unpatentable over Eurex, as evidenced by "The Benchmark in 
Electronic Repo Trading" (see PTO-892, Ref. U), "About Eurex, Corporate Profile" (see 
PTO-892, Ref. V), "Eurex Launches Swiss Equity-Repo Trading" (see PTO-892, Ref. 
W), "Eurex Clearing AG, Extension of Services" (see PTO-892, Ref. X), and "Eurex 
Handbook, Life of a Repo Trade" (see PTO-892, Ref. Y) in view of Tri-Party Repo Back 
in the Spotlight by Brian Bollen (see PTO-892, Ref. BB). Hereinafter Bollen. 

13. As per claim 1 , Eurex teaches a repo basket transaction system comprising: 

a trading system connected to receive repo quotes from market participants, the 
repo quotes specifying a repo basket transaction and including a security basket 
definition indicating a security amount and at least one class of securities (see PTO- 
892, References U and W); 

a clearing system connected to said trading system and being configured to 
generate settlement instructions relating to repo basket transactions that correspond to 
the security basket definition, the settlement instructions being based on a negotiation 
of a repo transaction resulting from the repo quotes (see PTO-892, References U and 
X); 

a settlement system connected to said clearing system to receive settlement 
instructions relating to repo basket transactions (see PTO-892, References U and X); 
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wherein said settlement system comprises a securities pooling and allocation unit 
adapted to allocate at least one specific security that meets the security basket 
definition, said settlement system also being adapted to complete the repo transaction 
by posing the allocated specific security on sub-ledger securing and cash accounts (see 
PTO-892, Reference Y, pages 12-17). 

Eurex does not explicitly teach defining a synthetic security, said security basket 
definition not indicating specific securities. 

Bollen teaches defining a synthetic security, said security basket definition not 
indicating specific securities (see PTO-892, Ref. Z, page 3). 

Therefore, it would be prima facie obvious to a person of ordinary skill in the art 
at the time of the invention to combine the teachings of Eurex and Bollen to define a 
synthetic security that does not indicate specific securities because it allows one to 
"move a large bulk of collateral around without huge-in house infrastructure costs" as 
taught by Bollen (see PTO-892, Ref. Z, page 3). 

14. As per claim 3, Eurex and Bollen teach the system of claim 1 as described 
above. Eurex further teaches wherein said securities pooling and allocation unit is 
further adapted to allocate said at least one specific security based on predefined rules 
(see PTO-892, Reference U, page 2 and Reference W). 

1 5. As per claim 4, Eurex teaches the system of claim 3 as described above. Eurex 
further teaches wherein said predefined rules are standardized general settlement rules 
or market participant specific rules (see PTO-892, Reference U, page 2 and Reference 
X, pages 6-7). 
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16. As per claim 5, Eurex teaches the system of claim 3 as described above. Eurex 
further teaches wherein said settlement system further comprises a storage for storing 
data indicating said at least one specific security in association with data indicating said 
at least one class of securities, and said securities pooling and allocation unit is adapted 
to access said storage when allocating said at least one specific security based on said 
predefined rules (see PTO-892, Reference V). Eurex is a fully electronic exchange 
operating over a wide-area communications network (WAN). It is inherent in a fully 
electronic system like Eurex that a computer/computers which consist of processors 
and memories would be used to operate the system. 

1 7. As per claim 6, Eurex teaches the system of claim 5 as described above. Eurex 
further teaches wherein said storage is arranged for storing said data in market 
participant specific memory regions, and said association is a market participant specific 
association (see PTO-892, Reference V). Eurex is a fully electronic exchange operating 
over a wide-area communications network (WAN). It is inherent in a fully electronic 
system like Eurex that a computer/computers which consist of processors and 
memories would be used to operate the system. 

18. As per claim 8, Eurex and Bollen teach the system of claim 1 as described 
above. Eurex further teaches wherein said clearing system is arranged for performing a 
trade margin calculation process based on a risk calculation based on said security 
basket definition (see PTO-892, Reference X, pages 7-8). 
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1 9. As per claim 9, Eurex teaches the system of claim 8 as described above. Eurex 
further teaches wherein said risk calculation process is adapted to access an individual 
average risk profile for each class of securities (see PTO-892, Reference X, pages 7-8). 

20. As per claim 10, Eurex teaches the system of claim 8 as described above. Eurex 
further teaches wherein said clearing system is further arranged for sending repo 
confirmation messages to the trading system prior to said calculation (see PTO-892, 
Reference X, pages 7-8). 

21 . As per claim 1 1 , Eurex and Bollen teach the system of claim 1 as described 
above. Eurex further teaches wherein said clearing system is arranged for determining 
whether the security basket amount exceeds a predefined threshold, and if so, 
generating plural settlement instructions each causing said settlement system to 
allocate amounts not exceeding said threshold (see PTO-892, Reference X, pages 7-8). 

22. As per claim 13, Eurex and Bollen teach the system of claim 1 as described 
above. Eurex further teaches wherein said settlement system is adapted to create a 
sub-ledger independent from general ledger accounts of the market participants and 
post the at least one allocated specific security in said sub-ledger (see PTO-892, 
Reference Y, pages 1 2-1 7). 

23. As per claim 14, Eurex teaches the system of claim 13 as described above. 
Eurex further teaches comprising an earmarking unit for marking the at least one 
allocated specific security to be posted in said sub-ledger but not in said general ledger 
accounts (see PTO-892, Reference Y, pages 12-17). 
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24. As per claim 15, Eurex teaches the system of claim 14 as described above. 
Eurex further teaches wherein said earmarking unit is adapted to first mark the at least 
one allocated specific security to be transferred from a first market participant's account 
to an account of a central counterpart, and then mark the at least one allocated specific 
security to be transferred from said account of a central counterpart to a second market 
participant's account (see PTO-892, Reference Y, pages 12-22). 

25. As per claim 16, Eurex teaches a settlement system capable of being operated in 
a repo basket transaction system, connected to receive settlement instructions relating 
to repo basket transactions and to receive a security basket definition indicating at least 
one class of securities, comprising: 

a securities pooling and allocation unit adapted to, in response to settlement 
instructions, allocate at least one specific security that meets the security basket 
definition (see PTO-892, Ref. Y, pages 12-17, Ref. X, pages 3-4 and Ref. U). 

Eurex does not explicitly teach defining a synthetic security, said security basket 
definition not indicating specific securities. 

Bollen teaches defining a synthetic security, said security basket definition not 
indicating specific securities (see PTO-892, Ref. Z, page 3). 

Therefore, it would be prima facie obvious to a person of ordinary skill in the art 
at the time of the invention to combine the teachings of Eurex and Bollen to define a 
synthetic security that does not indicate specific securities because it allows one to 
"move a large bulk of collateral around without huge-in house infrastructure costs" as 
taught by Bollen (see PTO-892, Ref. Z, page 3). 
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26. Claim 17 recites similar limitations to claim 1 and thus rejected using the same art 
and rationale in the rejection of claim 1 as set forth above. 

27. Claim 1 9 recites similar limitations to claim 3 and thus rejected using the same art 
and rationale in the rejection of claim 3 as set forth above. 

28. Claim 20 recites similar limitations to claim 4 and thus rejected using the same art 
and rationale in the rejection of claim 4 as set forth above. 

29. Claim 21 recites similar limitations to claim 5 and thus rejected using the same art 
and rationale in the rejection of claim 5 as set forth above. 

30. Claim 22 recites similar limitations to claim 6 and thus rejected using the same art 
and rationale in the rejection of claim 6 as set forth above. 

31 . Claim 24 recites similar limitations to claim 8 and thus rejected using the same art 
and rationale in the rejection of claim 8 as set forth above. 

32. Claim 25 recites similar limitations to claim 9 and thus rejected using the same art 
and rationale in the rejection of claim 9 as set forth above. 

33. Claim 26 recites similar limitations to claim 10 and thus rejected using the same art 
and rationale in the rejection of claim 10 as set forth above. 

34. Claim 27 recites similar limitations to claim 1 1 and thus rejected using the same art 
and rationale in the rejection of claim 1 1 as set forth above. 

35. Claim 29 recites similar limitations to claim 1 3 and thus rejected using the same art 
and rationale in the rejection of claim 13 as set forth above. 

36. Claim 30 recites similar limitations to claim 14 and thus rejected using the same art 
and rationale in the rejection of claim 14 as set forth above. 
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37. Claim 31 recites similar limitations to claim 1 5 and thus rejected using the same art 
and rationale in the rejection of claim 15 as set forth above. 

38. Claim 32 recites similar limitations to claims 1 and 17 and thus rejected using the 
same art and rationale in the rejection of claims 1 and 17 as set forth above. 



Conclusion 

39. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. See attached PTO-892, References Z, AA, CC and DD. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SHAHID R. MERCHANT whose telephone number is 
(571)270-1360. The examiner can normally be reached on First Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kambiz P. Abdi can be reached on 571-272-6702. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Shahid R Merchant/ 
Examiner, Art Unit 3692 



